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DETAILED ACTION 

1 . This Office Action is in response to the Election filed on April 4, 2008, which 
paper has been placed of record in the file. 

2. Claims 8-15 and 21-28 are elected for consideration in this application. 

Response to Arguments/Amendment 

3. Applicant's election with traverse of Group II (claims 8-15 and 21-28) in the reply 
filed on April 4, 2008 is acknowledged. The traversal is on the grounds that the 
search for each group of invention is substantially the same and no undue or serious 
burden would be presented in concurrently examining Groups I, II and III. This is not 
found persuasive because Group I drawn to a banking machine for performing cash 
transactions, Group II drawn to a banking machine for performing wire transfer of 
funds to a transferee, Group III drawn to a banking machine for performing paying 
bills through a bills payment network. Therefore, there would be a serious burden on 
the examiner if restriction is not required because the inventions have acquired a 
separate status in the art due to their recognized divergent subject matter that requires 
different fields of search (cash transactions, wire transfer, paying bills). 

The requirement is still deemed proper and is therefore made FINAL. 



Information Disclosure Statement 
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4. The information disclosure statement (IDS) submitted on December 17, 2007 is 
in compliance with the provisions of 37 CFR 1 .97. Accordingly, the information 
disclosure statement is being considered by the examiner. 



Double Patenting 

5. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
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be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

6. Claims 8-1 5 and 21-28 are rejected on the ground of nonstatutory double 
patenting over claims 1-19 of U. S. Patent No. 6,012,048 since the claims, if allowed, 
would improperly extend the "right to exclude" already granted in the patent. 

The subject matter claimed in the instant application is fully disclosed in the 
patent and is covered by the patent since the patent and the application are claiming 
common subject matter, as follows: an automated banking system for receiving 
payment from a user and for wire transfer of funds to a transferee in a banking network, 
comprising: an automated machine having a card receiver, an input device to enter the 
amount to be transferred to another, a keypad to enter the identity of the transferee's 
account, a payment acceptor for accepting payment by the user for the wire transfer, a 
verifier to verify that the transferee has an account in the banking network, a 
communication system having a modem in the banking network for wire transfer 
through the banking network to the verified transferee's account, etc... 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

8. Claims 8, 10, 13, 14, 21 , 23, 26 and 27 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Konya, U.S. Patent No. 5,937,396. 

Regarding to claim 8, Konya discloses an automated banking system for 
receiving payment from a user and for wire transfer of funds to a transferee in a banking 
network, said system comprising: 

an automated machine having a card receiver for receiving a card which identifies 
the user as being qualified to use the banking network {figure 2, column 9, lines 9-20, 
the ATM 14 includes a card reader 24, upon insertion of the transaction card 30 into the 
reader 24, the ATM 14 verifies an individual's access to the account encoded thereon); 

an input device to enter the amount to be transferred to another (figure 2, column 
8, lines 27-30, a plurality of function keys 22 for entering the amount; column 10, lines 
28-35, entering amount to be transferred); 

a keypad to enter the identity of the transferee's account (figure 2, column 8, lines 
20-28, the keypad 20; column 10, lines 42-45, entering the transferee's account number 
using the keypad); 

a payment acceptor for accepting payment by the user for the wire transfer 
(column 9, lines 9-20, the card reader 24 is also a payment acceptor to accept the 
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transaction card 30 for transferring the money from the user's account to the recipient's 
account); 

a verifier to verify that the transferee has an account in the banking network 
(column 10, lines 45-60, the recipient's account must be validated to ensure its 
existence); and 

a communication system having a modem in the banking network for wire transfer 
through the banking network to the verified transferee's account {column 9, lines 57-65, 
modem 66). 

Regarding to claim 10, Konya further discloses wherein the payment acceptor 
comprises: a card receiver for receiving a card for payment for the wire transfer; and 
means for reading the card and for causing a debit on the card related to the cash being 
transferred by wire (column 9, lines 9-20, the card reader 24 is also a payment acceptor 
to accept the transaction card 30 for transferring the money from the user's account to 
the recipient's account). 

Regarding to claim 13, Konya further discloses wherein: a printer prints a receipt 
for the sender of the wire transfer; and a transactional record system makes and keeps 
a record of the wire transfer (column 8, lines 44-50, printing device is used to prepare a 
transaction report). 

Regarding to claim 14, Konya further discloses wherein an input device operable 
by the sender causes connection to the sender's withdrawal account to withdraw 
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therefrom an amount sufficient to pay the wire transfer (column 10, lines 28-40 and 
column 11, lines 1-10, amount transferred withdrawn from the user's account). 

Regarding to claim 21, Konya discloses a method of providing an automated 
banking system machine with the capability of wire transfer of funds from a user to a 
transferee within the banking network, comprising: 

providing an automated machine having a card receiver for receiving a card which 
identifies the user as being qualified to use the machine and banking network (figure 2, 
column 9, lines 9-20, the ATM 14 includes a card reader 24, upon insertion of the 
transaction card 30 into the reader 24, the ATM 14 verifies an individual's access to the 
account encoded thereon); 

putting into the machine an identification of the bank through which the transfer is 
to be made along with the account number of the transferee (column 10, lines 42-45, 
entering the transferee's account number using the keypad); 

entering the amount to be wire transferred to the transferee (column 10, lines 28- 
35, entering amount to be transferred); 

providing the machine with a method of payment for the wire transfer (column 6, 
lines 17-25, input/output section 10 includes appropriate sources of input data for 
reading the appropriate card); and 
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communicating through the bank system over a modem for wire transfer to the 
banking network to the verified transferee's account in the receiving bank (column 9, 
lines 57-65, modem 66, communication through the bank system over a modem 66). 

Regarding to claim 23, Konya further discloses selecting payment for the wire 
transfer from a card; and reading the card and causing a debit on the card related to the 
amount of cash being wired to the transferee (column 9, lines 9-20, the card reader 24 
is also a payment acceptor to accept the transaction card 30 for transferring the money 
from the user's account to the recipient's account). 

Regarding to claim 26, Konya further discloses printing a receipt for the 
transactional cost of the wire transfer; providing the receipt to the user; and recording, 
internally within the machine, a transaction record of the wire transfer (column 8, lines 
44-50, receipt dispenser 28 functions with a printing device for printing a transaction 
report). 

Regarding to claim 27, Konya further discloses selecting payment from an 
account of the user; and connecting via a communication network, including a modem 
to the user's bank, to withdraw from the user's account, an amount sufficient to pay for 
the wire transfer transaction (column 10, lines 28-40 and column 11, lines 1-10, amount 
transferred withdrawn from the user's account). 



Claim Rejections - 35 USC §103 



Application/Control Number: 10/699,978 
Art Unit: 3692 



Page 9 



9. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious 
at the time the invention was made to a person having ordinary skill in the art to which said 
subject matter pertains. Patentability shall not be negatived by the manner in which the invention 
was made. 

1 0. Claims 9, 1 1 , 1 2, 1 5, 22, 24, 25 and 28 are rejected under 35 U.S.C. 1 03(a) as 
being unpatentable over Konya, U.S. Patent No. 5,937,396, in view of Bator et al. 
(hereinafter Bator), U.S. Patent No. 6,575,362. 

Regarding to claim 9, Konya does not disclose wherein the payment acceptor 
comprises a cash receiver for receiving and totaling the cash received. However, Bator 
discloses wherein the payment acceptor comprises a cash receiver for receiving and 
totaling the cash received (column 6, lines 25-33, bill acceptor device 60 permits a 
customer to pay for a money order using cash). Therefore, it would have been obvious 
to one with ordinary skill in the art at the time the invention was made to modify Konya's 
to incorporate the feature taught by Bator's above, for the purpose providing more 
convenient for the user to transfer funds using cash as a transferring method. 

Regarding to claim 1 1 , Konya does not disclose wherein the payment acceptor 
comprises a credit card reader which reads the credit card and performs a charge 
transaction over a credit card network for an amount related to the cash being wired. 
However, Bator discloses wherein the payment acceptor comprises a credit card reader 
which reads the credit card and performs a charge transaction over a credit card 
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network for an amount related to the cash being wired (column 5, lines 40-50 and 
column 7, lines 1-10, a card reader 50 is provided for accepting payment by credit card). 
Therefore, it would have been obvious to one with ordinary skill in the art at the time the 
invention was made to modify Konya's to incorporate the feature taught by Bator's 
above, for the purpose providing more convenient for the user to transfer funds using 
credit card as a transferring method. 

Regarding to claim 12, Konya does not disclose wherein payment is made with a 
smart card; and a smart card reader and debit system reads the card to ascertain an 
amount on the card sufficient for payment of the cash being wired, and writes down the 
smart card by an amount related to the amount of cash being transferred by wire. 
However, Bator discloses wherein payment is made with a smart card; and a smart card 
reader and debit system reads the card to ascertain an amount on the card sufficient for 
payment of the cash being wired, and writes down the smart card by an amount related 
to the amount of cash being transferred by wire (column 5, lines 40-65 and column 9, 
lines 40-60, payment is made with a smart card). Therefore, it would have been obvious 
to one with ordinary skill in the art at the time the invention was made to modify Konya's 
to incorporate the feature taught by Bator's above, for the purpose providing more 
convenient for the user to transfer funds using smart card as a transferring method. 

Regarding to claim 15, Konya does not disclose wherein a display displays to the 
user a method of payment from among cash, credit card, smart card or account 
withdrawal; and a selector is operable by the user to select one of the methods of 
payment for the wire transfer. Although, Bator does not directly disclose wherein a 
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display displays to the user a method of payment from among cash, credit card, smart 
card or account withdrawal; and a selector is operable by the user to select one of the 
methods of payment for the wire transfer. However, Bator discloses wherein a display 
displays to the user a guiding instruction (column 1 1 , lines 1 5-20), allows the user to 
transfer funds using a method of payment from among cash, credit card, smart card or 
account withdrawal (column 6, lines 65-67) and input/output section 10 for inputting 
customer selection of the transaction (column 5, lines 30-40 and column 6, lines 17-25). 
Thus, it would been obvious in Bator's that the input/output section 10 is operable by the 
user to select one of the methods of payment for the wire transfer in order to satisfy the 
feature of "transfer funds using a method of payment from among cash, credit card, 
smart card or account withdrawal" disclosed in Bator. Therefore, it would have been 
obvious to one with ordinary skill in the art at the time the invention was made to modify 
Konya's to incorporate the feature taught by Bator's above, for the purpose providing 
more convenient for the user to transfer funds using a plurality of transferring methods 
from among cash, credit card, smart card or account withdrawal. 

Regarding to claim 22, Konya discloses a transaction fees associated with the 
transfer (column 9, lines 30-32). Konya does not disclose depositing cash for the wire 
transfer; counting the cash received in the machine; and verifying it as being an amount 
to cover the wire transferred amount. However, Bator discloses depositing cash for the 
wire transfer; counting the cash received in the machine; and verifying it as being an 
amount to cover the wire transferred amount {column 9, lines 60-67, the requested 
money order is only issued after a sufficient amount of actual money is deposited in the 
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kiosk via a bill acceptor). Therefore, it would have been obvious to one with ordinary 
skill in the art at the time the invention was made to modify Konya's to incorporate the 
feature taught by Bator's above, for the purpose providing more convenient for the user 
to transfer funds using cash as a transferring method. 

Regarding to claim 24, Konya discloses the transactional fee which are to be 
charged to the user's account (column 9, lines 30-32). Konya does not disclose 
providing a card includes the use of a credit card; and further comprising 
communicating, over a credit card network, the amount of the cash being wired charged 
to the user's credit card. However, Bator disloses providing a card includes the use of a 
credit card; and further comprising communicating, over a credit card network, the 
amount of the cash being wired charged to the user's credit card {column 5, lines 40-50 
and column 7, lines 1-10, a card reader 50 is provided for accepting payment by credit 
card). Therefore, it would have been obvious to one with ordinary skill in the art at the 
time the invention was made to modify Konya's to incorporate the feature taught by 
Bator's above, for the purpose providing more convenient for the user to transfer funds 
using credit card as a transferring method. 

Regarding to claim 25, Konya does not disclose wherein the payment is being 
made with a smart card and further comprising: reading the smart card to ascertain if 
the amount on the card is sufficient for payment of the transaction including the cash 
being wired; writing down on the smart card the amount of the transaction for the wire 
transfer; and returning the smart card to the user. However, Bator discloses wherein the 
payment is being made with a smart card and further comprising: reading the smart card 
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to ascertain if the amount on the card is sufficient for payment of the transaction 
including the cash being wired; writing down on the smart card the amount of the 
transaction for the wire transfer (column 5, lines 40-65 and column 9, lines 40-60, 
payment is made with a smart card). Therefore, it would have been obvious to one with 
ordinary skill in the art at the time the invention was made to modify Konya's to 
incorporate the feature taught by Bator's above, for the purpose providing more 
convenient for the user to transfer funds using smart card as a transferring method. 

Regarding to claim 28, Konya does not disclose wherein there is provided a 
display to the user requesting a selection for the method of payment from among the 
options of paying with cash, the user's credit card, a smart card, or withdrawal from the 
user's account; and the user selects one of the methods of payment for the wire 
transfer. Although, Bator does not directly disclose wherein there is provided a display 
to the user requesting a selection for the method of payment from among the options of 
paying with cash, the user's credit card, a smart card, or withdrawal from the user's 
account; and the user selects one of the methods of payment for the wire transfer. 
However, Bator discloses wherein a display displays to the user a guiding instruction 
(column 1 1 , lines 1 5-20), allows the user to transfer funds using a method of payment 
from among cash, credit card, smart card or account withdrawal (column 6, lines 65-67) 
and input/output section 10 for inputting customer selection of the transaction (column 
5, lines 30-40 and column 6, lines 17-25). Thus, it would been obvious in Bator's that 
the input/output section 10 is operable by the user to select one of the methods of 
payment for the wire transfer in order to satisfy the feature of "transfer funds using a 
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method of payment from among cash, credit card, smart card or account withdrawal" 
disclosed in Bator. Therefore, it would have been obvious to one with ordinary skill in 
the art at the time the invention was made to modify Konya's to incorporate the feature 
taught by Bator's above, for the purpose providing more convenient for the user to 
transfer funds using a plurality of transferring methods from among cash, credit card, 
smart card or account withdrawal. 

Conclusion 

1 1 . Claims 8-15 and 21-28 are rejected. 

12. The prior arts made of record and not relied upon are considered pertinent to 
applicant's disclosure: 

Jennings et al. (US 5,825,003) disclose system and method for allowing funds to 
be transferred instantly to an account so that the funds are available to the beneficiary 
at the time they are sent. 

Mori et al. (US 5,854,581 ) disclose a transaction processing system including a 
host computer (1), a transaction device (2), a first customer card (3) and a second 
customer card (4). The first card (3) and the second card (4) directly transfer information 
representing monetary values between them. 

Elbaum (US 6,010,067) discloses mobile funds transaction device for transferring 
funds between remote banking facilities. 

Gatto (US 6,149,055) discloses an electronic fund transfer (EFT) system 
capable of displaying a menu including one or more user-defined custom transactions 
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associated with an identification card so that the user can select a desired transaction 
by a single selection or with limited inputs. 

1 3. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to examiner Nga B. Nguyen whose telephone number is 
(571) 272-6796. The examiner can normally be reached on Monday-Thursday from 
9:00AM-6:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kambiz Abdi can be reached on (571) 272-6702. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the Group receptionist whose telephone number is 
(571)272-3600. 

14. Any response to this action should be mailed to: 

Commissioner of Patents and Trademarks 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Or faxed to: 

(703) 273-8300 (for formal communication intended for entry), 

or 

(571) 273-6796 (for informal or draft communication, please label 
"PROPOSED" or "DRAFT"). 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
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published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Nga B. Nguyen/ 

Primary Examiner, Art Unit 3692 



July 15, 2008 



